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This is the eighth office action for application number 10/678,242, Cup Holder for 
Shopping Carts, filed on October 3, 2003. 

Election/Restrictions 

Claims 7-14 are withdrawn from further consideration pursuant to 37 CFR 
1 .142(b), as being drawn to a nonelected species, there being non allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in the 
reply filed June 30, 2004. 

Cancellation of Claims 

Claims 5 and 6 have been canceled per applicant's request. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-4, 21, and 22 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

There is an inconsistency between the language in the preamble and certain 
portions in the body of the claim, thereby making the scope of the claim unclear. The 
preamble in claims 1 and 21 clearly indicates that a subcombination is being claimed, 
e.g., "a cup holder for holding a cup tapered toward its bottom on a shopping cart...." 
This language would lead the examiner to believe that the applicant intends to claim 
only the subcombination of "a cup holder," the cup and shopping cart being only 
functionally recited. This presents no problem as long as the body of the claim also 
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refers to the cup and shopping cart functionally, such as, "for attachment to said 
shopping cart." 

The problem arises when the cup is positively recited within the body of the 
claim, such as, "a ring having a diameter smaller than the largest diameter of the cup." 
There is an inconsistency within the claim; the preamble indicates subcombination, 
while in at least one instance in the body of the claim there is a positive recital of 
structure indicating that the combination of a cup holder and a cup are being claimed. 
The examiner cannot be sure if applicant's intent is to claim merely the cup holder or the 
cup holder in combination with the cup. 

Applicant is required to clarify what the claims are intended to be drawn to, i.e., 
either the cup holder alone or the combination of the cup holder and the cup. Applicant 
should make the language of the claim consistent with applicant's intent. In formulating 
a rejection on the merits, the examiner is considering that the claims are drawn to the 
subcombination and the claims will be rejected accordingly. If applicant indicates by 
amendment that the combination claim is the intention, the language in the preamble 
should be made consistent with the language in the body of the claims. If the intent is to 
claim the subcombination, then the body of the claims must be amended to remove 
positive recitation of the combination. 

Claim Rejections - 35 USC § 102 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claims 15 and 18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
U.S. Patent 5,464,183 to McConnell. McConnell discloses a cup holder (22) capable of 
holding a cup tapered toward its bottom on a shopping cart, comprising: a ring (23) 
shaped to receive and support cup; a clip (28) attached to the ring for supporting the 
cup holder; a handle (44) to permit an individual to grasp and convey the cup holder; a 
support member (12) in addition to the handle and attached to at least one of the ring 
and the clip and having a portion (14) that is substantially horizontal; the handle being 
coupled to at least one of the ring, the support member, and the clip; and wherein the 
ring has an inner wall a portion of which is flat. 

Claims 15-17, 21, and 22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by U.S. Patent 3,707,272 to Rasmussen. Rasmussen discloses a cup 
holder capable of holding a cup tapered toward its bottom on a shopping cart, 
comprising: a ring (10) shaped to receive and support cup; a clip attached to the ring 
for supporting the cup holder; a handle (26) to permit an individual to grasp and convey 
the cup holder; a support member (12) in addition to the handle and attached to at least 
one of the ring and the clip and having a portion (bottom of element 12) that is 
substantially horizontal; the handle being coupled to at least one of the ring, the support 
member, and the clip; wherein the clip further comprises two resilient extensions/first 
and second arms (16 & 24) for mounting; wherein the extensions are separated by a 
dimension suitable to permit the extensions to apply a resilient force; and the support 
member attached between the first and second arms of the clip. 
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Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-4 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent 4,655,425 to Wallace et al., hereinafter, Wallace, in view of U.S. 
Patent 5,944,238 to Stark. Wallace discloses a cup holder (10) capable of holding a 
cup tapered toward its bottom on a shopping cart, the cup holder comprising: a ring 
(18) having a predetermined diameter and shape suitable for receiving and supporting 
the cup, wherein the ring has separable inner surface (27), a portion of which is flat 
(27a) such that the ring is configured to compress the cup along the flat portion of the 
ring thereby contributing to retaining the cup in the cup holder; a support member (12, 
40 & 41) attached to the ring and having a portion (40) that is substantially horizontal; a 
clip (43) coupled to the support member and extending downwardly from the support 
member and substantially perpendicularly to the support member (@ 41 ); and wherein 
the clip is in the shape of an elongated hook. 

Wallace discloses the claimed invention except for the limitations of the clip 
providing a resilient retaining force, wherein the clip comprises a resilient member, 
wherein the horizontal support member is annular in shape, and a handle. Stark 
teaches a cup holder (1 1 ) capable of holding a cup on a shopping cart, comprising: a 
ring (formed by arms 16) shaped to receive and support the cup; a resilient clip (21) 
attached to the ring, the clip for providing a resilient retaining force; a handle (18) to 
permit an individual to grasp and convey the cup holder; a support member (12) in 
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addition to the handle and coupled to at least one of the ring, the support member, and 
the clip; and the support member having a portion that is substantially horizontal 
(portion wherein slot 43 is disposed). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the holder in Wallace to have included the 
resilient clip and handle as taught by Stark for the purpose of mounting the cup holder 
to various types of supports wherein a resilient force is needed to securely mount the 
holder to the support and for providing a means for transporting the cup holder. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have modified the horizontal support in Wallace to have been 
arcuate in shape for the purpose of providing a holder that can be mounted on a circular 
or rounded support and since such a modification would have merely involved a change 
in shape that would not have yielded any unpredictable results. 

Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
McConnell in view of U.S. Patent 6,299,1 16 to Levesque. McConnell discloses the 
claimed invention except for the limitation of a protrusion on an upper portion of the cup 
holder defining a recess. Levesque teaches a holder adapted to support a cylindrical 
object, such as a cup, having a ring (42), a support member (22), a clip (12), and a 
protrusion (46) on an upper portion of the cup holder defining a recess. It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to have modified the cup holder in McConnell to have included the protrusion as taught 
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by Levesque for the purpose of providing a means for supporting a cup with a rim within 
the cup holder. 

Response to Arguments 

Applicant's arguments filed March 26, 2008 have been fully considered but they 
are not persuasive. The rejections advanced against the claims stand. 

In response to applicant's arguments, the recitation the cup holder is for holding a 
cup tapered toward its bottom has not been given patentable weight because the 
recitation occurs in the preamble. A preamble is generally not accorded any patentable 
weight where it merely recites the purpose of a process or the intended use of a 
structure, and where the body of the claim does not depend on the preamble for 
completeness but, instead, the process steps or structural limitations are able to stand 
alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 
187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 

In response to applicant's arguments that neither McConnell nor Rasmussen 
teach, disclose, or suggest "a ring shaped to receive and support the cup", first the cup 
itself is not a positively cited element of the claimed invention, thus, the cup holders in 
McConnell and Rasmussen need only be capable of meeting this limitation, depending 
on the size and shape of the cup and the dimensions of the cup holder, the rings in 
McConnell and Rasmussen would still receive and support the cup even with the aid of 
the fingers 48 in McConnell and the extension 28 in Rasmussen. 

In response to applicant's arguments that Wallace does not teach a ring having a 
flat portion, the claims are directed to an inner surface of the ring, the inner surface in 
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Wallace is the separable element (27) having a flat portion (27a) disposed within the 
ring for aiding in the receipt and support of a cup and thus, this limitation is broadly met 
by Wallace. 

In response to applicant's argument that Stark does not teach or suggest a cup 
holder having a ring, the Stark reference is used to teach the clip and handle lacking by 
Wallace, thus it need not teach the limitation of a ring. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anita M. King whose telephone number is (571) 272- 
6817. The examiner can normally be reached on Monday-Thursday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, J. Allen Shriver can be reached on (571) 272-6698. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



July 3, 2008 



/Anita M. King/ 

Primary Examiner, Art Unit 3632 



